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Paper No. 14

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WLLIAM J. JOHANSON and M CHAEL D. SM TH

Appeal No. 95-4377
Appl i cation 08/160, 348!

ON BRI EF

Before MARTI N, BARRETT and FLEM NG, Adnini strative Patent Judges.

MARTI N, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. §8 134 fromthe examner's
final rejection of clains 1 and 7, all of appellants' pending

clains, under § 103. W reverse.

1 Application for patent filed Decenber 1, 1993.
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The invention relates to a data processing system which a
cursor is used to select displayed objects (e.g., icons) and nore
particularly to altering the appearance of the cursor to indicate
that a predefined process has been selected which is thereafter
to be applied to the sel ected object or objects. Appellant
treats both clains as standing or falling together (Brief at 4).
Claim1l reads as foll ows:

1. A graphic nmethod for efficient execution of a predefined
process within a data processing system having a keyboard, a
plurality of objects and a novabl e cursor displayed therein, said
met hod conprising the steps of:

specifying a predefined process within said data processing
system said predefined process conprising a plurality of
keystrokes, said plurality of keystrokes specifying a user
defi ned execut abl e process which may be applied to one or nore
objects within said data processing system

associ ating said predefined process with said novabl e cursor
Wi thin said data processing system

altering a graphic appearance of said novable cursor in
response to said association of said predefined process with said
nmovabl e cursor; and

executing said predefined process on a particul ar object
wWithin said data processing systemin response to a graphic
selection of said particular object by a user utilizing said
novabl e cursor
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Both clains stand rejected under 35 U.S.C. 8§ 112, second
par agraph, and al so under § 103 as unpatentabl e for obvi ousness
over the follow ng reference:

Cowar t "Mast eri ng Wndows™ 3. 1" 19932

A. The 8 112 rejection

The exam ner contends that the terns "may be" and "one or
nmore" in the phrase "may be applied to one or nore objects”
render each claimindefinite:?

"[May be" is indefinite since it includes the neaning of

may not be. "[Qne or nore" is indefinite since it appears

that a process defined for the execution of one object may
not be used for nore than one object. [Exam ner's enphasis.|

[Final Ofice action at 2.]

We agree with Appellants that while it is true that a process
which is predefined for execution with only one object may not be

used with another object, it is also true that a process which is

2 The Answer additionally cites, as "technical background,"
the followng two articles: Tenpo Il, the Next Step in Mcintosh
Aut omation, Affinity Mcrosystens, Ltd., 1988, pp. 1-117 (of
whi ch only pages 33-117 are in the application file); and Takada
et al., A Method of Generating User-Desired Service Macro in an
| con- Based Environnent, 8169 Systens & Conputers in Japan 19
(1988), sec. 5.5. Since these articles are not relied on the
rejection, they have not been considered. 1n re Hoch, 428 F.2d
1341, 1342 n.3, 166 USPQ 406, 407 n.3 (CCPA 1970); Ex parte
Movva, 31 USPQ2d 1027, 1028 n.1 (Bd. Pat. App. & Int. 1993).

3 The examiner's criticismof the term"which" (final
Ofice action at 2) is not repeated in the Answer and is
therefore treated as w t hdrawn.
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predefined for use with an (i.e., any) object can be used with
nore than one object. The fact that the clains are broad enough
to enconpass both types of processes does not render them

indefinite. See Inre Mller, 441 F.2d 689, 693, 169 USPQ 597

600 (CCPA 1971) (breadth should not be confused with
indefiniteness). As a result, we do not agree with the

exam ner's contention (Answer at 5)that it is unclear which of
the following conditions (a) to (f) is covered by the clains for

the exanple of a macro A and objects B and C

(a) macro Ais applicable to B or C

(b) macro Ais applicable to B but not C

(c) macro Ais applicable to C but not B;

(d) macro Ais not applicable to B or C

(e) macro Ais applicable to both B and C at the sane tine;
and

(f) macro Ais not applicable to both B and C at the sane
time.

The fact that the clains recite the step of, or neans for,
"executing said predefined process on a particular object"” makes
it clear that the predefined process Ais executable with at

| east one of the objects B and C, thereby ruling out condition
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(d). Each of the remaining conditions is possible, depending on
the details of the predefined process.

B. The 8 103 rejection

Cowart describes the features of the Wndows™ 3.1 operating
system The features on which the exam ner relies (Answer at 5-
6) as evidence of obviousness are: defining macros (at 421-23);
assigning an icon to a macro (at 741); using a cursor to select a
macro or object (at 424); changing the cursor shape (at 834);
using a macro to run another macro (at 427); and running a macro
in one or nore applications (at 425). The exam ner contends that
"it is wthin the level of skill of one or ordinary skill in the
art to create macros representing standard functions such as
Print, Cut, Copy, Paste, Open, etc... Such macros can be used as
uni versal macros." Thus, he continues, "the conbi ned teaching of
assigning icons to nmacros, selecting icons with [a] cursor, and
running a macro by another macro or running an application by a
macr o suggests that a user may define [a] universal macro, such
as [an] OPEN nmacro, assign[] the OPEN macro with a[n] OPEN macro
icon, select[] the OPEN macro icon to run another macro icon or
object” (Answer at 6). Furthernore,

changi ng cursor appearance is well known, and is disclosed

by Cowart on pages 834-836. It is well known to change the

cursor's appearance to indicate the state or function being

performed on the conputer. Changing of the cursor
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appearance in response to the associating of the cursor with
a macro is also to indicate a state of conputer operation

Thus it woul d have been obvious to one of ordinary skill in
the art, at the tinme the invention was made, to change the
appearance of the cursor in response to . . . associating

the cursor with a macro to indicate the state of operation.
[ Answer at 6-7.]

Appel l ants do not dispute that Cowart discloses using a
macro to create a predefined process consisting of a pluraility
of keystrokes. However, they argue, and we agree, that Cowart
does not disclose or suggest that a macro can be initiated on an
object in response to selection of that object by a novable
cursor. Instead, it discloses (at 424, 741) initating a nmacro in
any of the follow ng ways: (a) opening the Recorder w ndow and
doubl e-clicking on the macro to be run; (b) highlight the macro
and then choosing Macro, Run; (c) pressing the shortcut key
(e.g., CGr + P) fromany location; and (d) clicking on a icon
associated wth the macro. None of these techniques involves
associating the macro with the cursor such that selection of an
obj ect by the cursor causes the macro to be perforned on or in

t hat obj ect.
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Appel l ants al so correctly note that Cowart does not discl ose
or suggest changi ng the appearance of the cursor to represent
sel ection of predefined process. Instead, Cowart (at 835-36)
descri bes various prograns for changi ng the appearance of the
cursors to make themearlier to | ocate on the screen: "BCursor,"
whi ch doubles the cursor's size and nmaking it solid rather than
hol I ow; "ChngCrsr," which nodifies the | ook and/or size of both
t he hourglass and pointer cursors; "Mcrosoft Mouwuse Driver 8.1,"
whi ch sets the accel aration speed, horizontal and verti cal
sensitivity control, color, and size of the nouse pointer,
i ncl udi ng making the size of the pointer increase in size as it
is noved; and "Cursorific!,” which permts nodification of the
| ook, shape, and size of all the Wndows cursors, with sone of

the avail able styles being shown in Figure 21.14, at 836.
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For the foregoing reasons,

the rejection of clains 1 and 7

under 35 U.S.C. 8§ 103 as unpatentabl e for obvi ousness over Cowart

is reversed.

REVERSED

JOHN C. MARTI N
Adm ni strative Patent Judge

LEE E. BARRETT
Adm ni strative Patent Judge

M CHAEL R FLEM NG
Adm ni strative Patent Judge
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